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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
September 16, 2009 has been entered. 

Status of the Claims 

2. Claims 12-16 were previously pending in this application with claims 12, 14, and 

16 being subject to a Final Rejection and claims 13 and 15 being withdrawn as being 
directed to a non elected invention. Claims 12-16 were canceled and claims 17-20 
were newly added in the Request for Continued Examination filed September 16, 2009. 
Therefore claims 17-20 are currently pending in this application. 

Response to Arguments 

3. Applicant's arguments filed September 16, 2009 concerning whether new claim 

17 is a statutory method have been fully considered but they are not persuasive. 
Applicant argues, "none of these physical steps are in a claim preamble, each result in 
statutory subject matter." Examiner notes the test for whether a method is statutory can 
be found below in the §101 rejection of claims 17-18. Examiner has considered 
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applicants argument and the limitations of new claims 1 7 and 1 8 but respectfully 
disagrees. Applicant does not appear to argue the steps of claim 17 result in a 
transformation, and upon review of the claim, examiner notes claim 17 fails the 
transformation prong of the current test. As to whether the steps of claim 17 are tied to 
a particular machine, examiner notes the claims certainly fail the tying prong of the 
current test as well. 

None of the method steps of claim 17 require any particular machine whatsoever. 
At the very best, applicant claims "automatic OCR," which suggests a particular 
machine is being implemented but does not require one inherently (emphasis added). 
For example, a person certainly can optically recognize destination address information 
upon forming an image of a current item which includes said destination address 
information, and then the person can forward the mail piece towards a sorting output. 
Examiner suggests applicant amend independent claim 17 to specifically recite the 
particular machine which is performing the claimed method steps. 



Claim Objections 

4. Claims 19-20 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. For example, 
claim 19 recites, "a postal sorting machine comprising an automatic address resolution 
system designed to carry out the method of claim 17." It is unclear as to whether claims 



Application/Control Number: 10/529,755 Page 4 

Art Unit: 3628 

19 and 20 are dependent claims or independent claims. Further, examiner notes, if 
claims 19 and 20 are intended to each be independent claims, it is improper to refer 
back to other independent claims for limitations, instead, those limitations must be 
written into claims 19 and 20 themselves since each independent claim must be able to 
stand on its own. 

Claim Rejections - 35 USC §112 -2nd Paragraph 

5. The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claim 17 and 19 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention for multiple reasons as indicated below. 

Reason 1: Claim 17 recites the steps of "performing automatic OCR 
recognition," and "forwarding said item towards one of said sorting outputs," (emphasis 
added). Claim 17 then recites, "and if said destination address information is not 
recognized unambiguously... perform steps of..." 

This claim language makes no logical sense whatsoever. If the method performs 
automatic OCR recognition of the destination address of an item and then forwards the 
item towards sorting outputs, as claim 17 clearly requires, the method must have 
determined the destination address has been read unambiguously in order to forward 
the item towards the proper sorting output since the "forwarding said item towards one 
of said sorting outputs is in accordance with the recognized destination address 
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information ." That is, since claim 17 requires forwarding the item toward a sorting 
output, the issue of whether or not "if said destination address information is not 
recognized unambiguously..." makes no logical sense. The steps of claim 17 has 
already decided the destination address is recognized unambiguously in order to 
forward the item toward the sorting outputs. 

Furthermore, it is impossible to perform the method of claim 17. That is, a 
potential infringer cannot perform OCR of a destination address and then forward said 
item towards a sorting output (by recognizing the destination address) but then also not 
recognize the destination address unambiguously, perform the later claimed steps and 
then forward the item towards a different sorting output. 

Reason 2: Claim 17 recites, "and if said destination address information is not 
recognized unambiguously, said method further comprising..." This language is 
rejected under §112 since the further limitations/steps of method claim 17, "providing," 
"detecting,", "computing," and; "forwarding," are entirely optional steps, only to occur if 
said destination address information is not recognized unambiguously (emphasis 
added). That is, if the destination address is recognized unambiguously, none of the 
above quoted steps are required by method claim 17. Appropriate correction is 
required. Examiner reminds applicants that optional or conditional elements do not 
narrow the claims because they can always be omitted. See e.g. MPEP §2106 II C: 
"Language that suggests or makes optional but does not require steps to be performed 
or does not limit a claim to a particular structure does not limit the scope of a claim or 
claim limitation. [Emphasis in original.]"; and In re Johnston, 435 F.3d 1381, 77 USPQ2d 
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1788, 1790 (Fed. Cir. 2006) ("As a matter of linguistic precision, optional elements do 
not narrow the claim because they can always be omitted."). 

Reason 3: Claim 17 then recites, " detecting if said ambiguous possible 
delivery points are included in a single delivery round... in response to said detection, 
computing a volume mail data for a delivery range..." Similar to above, the if statement 
indicates the step of "computing a volume mail data..., and forwarding said current mail 
item..." are optional, only to occur when the detected ambiguous possible delivery 
points are, in fact, included in a single delivery round. That is, if the ambiguous possible 
delivery points are not included in a single delivery round, the steps of "computing a 
volume mail data... and forwarding said current mail item towards a sorting output..." are 
not required by the language of claim 17. 

Examiners Note: For the purposes of the prior art rejections below, examiner 
interprets claim 17 to include only the "forming an image...," "performing automatic 
OCR..., and; "forwarding said items...," steps of the method. The steps following "if said 
destination address information is not recognized..." have not been interpreted by the 
examiner as being required and thus have not been rejected under §102 or §103 below. 
Examiner further notes that examiner is available for a phone interview if applicant 
deems such interview would be advantageous. 

7. Claims 1 9-20 are rejected under 35 U.S.C. 1 1 2, second paragraph, as being 
indefinite in that it fails to point out what is included or excluded by the claim language. 
These claims are omnibus type claims. Claims 19-20 comprise only "an automatic 
address resolution system." Since applicant is claiming "a postal sorting machine ." 
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examiner cannot determine what apparatus' said postal sorting machine is required to 
include. That is, the claimed "automatic address resolution system," is not a functional 
limitation of the claimed device, it merely appears to be non functional descriptive 
material describing what the postal sorting machine could potentially do given some 
unclaimed elements. 

8. Claims 18 and 20 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Claim 18 recites "forwarding said current mail item 
towards a sorting output corresponding to one of said ambigious possible delivery 
points if said smallest cumulate extra costs value is less than a second predetermined 
threshold . Claims 18 and 20 are rejected due to the underlined language. Claims 18 
and 20 do not recite "a first predetermined threshold," therefore there cannot be "a 
second predetermined threshold." Independent claims 17 and 19 do recite "a first 
determined threshold," however this first determined threshold is related to determined 
mail volume for a delivery range and has nothing to do with costs. 

Examiner suggests applicant amend the thresholds to claim for example "...less 
than a predetermined volume threshold," as per claim 17, and "...less than a 
predetermined cost threshold," as per claim 18. 

Claim Rejections - 35 USC § 101 

9. 35 U.S.C. 101 reads as follows: 



Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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10. Claims 17-18 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

A claimed process is eligible for patent protection under 35 U.S.C. § 101 if: 

"(1 ) it is tied to a particular machine or apparatus, or (2) it 
transforms a particular article into a different state or thing. 
See Benson , 409 U.S. at 70 (Transformation and reduction 
of an article 'to a different state or thing' is the clue to the 
patentability of a process claim that does not include 
particular machines.'); Diehr , 450 U.S. at 192 (holding that 
use of mathematical formula in process 'transforming or 
reducing an article to a different state or thing' constitutes 
patent-eligible subject matter); see also Flook , 437 U.S. at 
589 n.9 ('An argument can be made [that the Supreme] 
Court has only recognized a process as within the statutory 
definition when it either was tied to a particular apparatus or 
operated to change materials to a 'different state or thing' '); 
Cochrane v. Deener . 94 U.S. 780, 788 (1876) ('A process 
is. ..an act, or a series of acts, performed upon the subject- 
matter to be transformed and reduced to a different state or 
thing.'). 7 A claimed process involving a fundamental 
principle that uses a particular machine or apparatus would 
not pre-empt uses of the principle that do not also use the 
specified machine or apparatus in the manner claimed. And 
a claimed process that transforms a particular article to a 
specified different state or thing by applying a fundamental 
principle would not pre-empt the use of the principle to 
transform any other article, to transform the same article but 
in a manner not covered by the claim, or to do anything other 
than transform the specified article." {In re Bilski, 88 
USPQ2d 1385, 1391 (Fed. Cir. 2008)) 



Also noted in Bilski is the statement, "Process claim that recites fundamental 
principle, and that otherwise fails 'machine-or-transformation' test for whether such 
claim is drawn to patentable subject matter under 35 U.S.C. §1 01 , is not rendered 
patent eligible by mere field-of-use limitations; another corollary to machine-or- 
transformation test is that recitation of specific machine or particular transformation of 
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specific article does not transform unpatentable principle into patentable process if 
recited machine or transformation constitutes mere 'insignificant post-solution activity.'" 
(In re Bilski, 88 USPQ2d 1385, 1385 (Fed. Cir. 2008)) Examples of insignificant post- 
solution activity include data gathering and outputting. Furthermore, the machine or 
transformation must impose meaningful limits on the scope of the method claims in 
order to pass the machine-or-transformation test. Please refer to the USPTO's 
"Guidance for Examining Process Claims in view of In re Bilskr memorandum dated 
January 7, 2009, 

http://www.uspto.gov/web/offices/pac/dapp/opla/documents/bilski_guidance_memo.pdf . 

It is also noted that the mere recitation of a machine in the preamble in a manner 
such that the machine fails to patentably limit the scope of the claim does not make the 
claim statutory under 35 U.S.C. §101 . as seen in the Board of Patent Appeals 
Informative Opinion Ex parte Langemyr et al. (Appeal 2008-1495), 
http://www.uspto.gov/web/offices/dcom/bpai/its/fd081 495.pdf . 

Claims 1 7-1 8 are not tied to a particular machine or apparatus nor do they 
transform a particular article into a different state or thing, thereby failing the machine- 
or-transformation test; therefore, claims 17-18 are non-statutory under § 101 . 
Appropriate correction is required. 

1 1 . Claims 19-20 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 35 USC §101 requires that in order to be 
patentable the invention must be a "new and useful process, machine, manufacture, or 
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composition of matter, or any new and useful improvement thereof (emphasis added). 
Applicant's claims mentioned above are intended to embrace or overlap two different 
statutory classes of invention as set forth in 35 USC 101 . The claims begin by 
discussing a postal sorting machine, the body of the claim discusses the specifics of the 
machine as comprising "an automatic address resolution system," and subsequently the 
claim then deals with the specifics of a method (from claims 17 and 18) executed by the 
"automatic address resolution system. "A claim of this type is precluded by the express 
language of 35 USC 101 which is drafted so as to set forth the statutory classes of 
invention in the alternative only", Ex parte Lyell (17 USPQ2d 1548). 



Claim Rejections - 35 USC § 102 

12. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

13. Claims 17 and 19 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Ross et al. (US 2004/0065598). 

14. As per claims 17 and 19, Ross teaches a method and sorting machine for 
processing postal items in the sorting machine with sorting outputs, the method and 



device comprising: 
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a. forming an image of a current item including destination address 
information (Paragraph 0030); 

b. performing automatic OCR recognition of the destination address 
information from said image (Paragraph 0006; Paragraph 0030), and in cooperation 
with a reference database (Paragraph 0006), and; 

c. forwarding said item towards one of said sorting outputs in accordance 
with the recognized destination address information (Paragraph 0007; Paragraph 0030). 



Claim Rejections - 35 USC § 103 

1 5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

16. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

17. Claims 18 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ross et al. (US 2004/0065598) as applied to claims 17 and 19 above, and further 



in view of Welsh (US 7,529,71 6). 



Application/Control Number: 10/529,755 Page 12 

Art Unit: 3628 

18. As per claims 18 and 20, Ross does not explicitly teach, if said ambigious 
possible delivery points are not included in a single delivery round defined in said 
database, computing several cumulated extra cost values associated respectively to 
said several ambigious possible delivery points, from predetermined extra costs values 
representing extra costs of destination error if said current item is delivered either to a 
wrong delivery office or to a wrong delivery round or to a wrong delivery point, each 
accumulated extra cost value being an accumulation of said extra cost values which is 
increased when a detection is made that a delivery office or a delivery round associated 
with a current ambigious possible delivery point in said database; identifying a smallest 
cumulated extra costs value among said computed extra cumulated extra cost values, 
and; forwarding said current mail item towards a sorting output corresponding to one of 
said ambiguous possible delivery points if said smallest cumulated extra costs value is 
less than a second predetermined threshold. 

However, Welsh teaches a similar method and apparatus and the method and 
apparatus of Welsh indeed includes, if said ambigious possible delivery points are not 
included in a single delivery round defined in said database, computing several 
cumulated extra cost values associated respectively to said several ambigious possible 
delivery points, from predetermined extra costs values representing extra costs of 
destination error if said current item is delivered either to a wrong delivery office or to a 
wrong delivery round or to a wrong delivery point, each accumulated extra cost value 
being an accumulation of said extra cost values which is increased when a detection is 
made that a delivery office or a delivery round associated with a current ambigious 
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possible delivery point in said database; identifying a smallest cumulated extra costs 
value among said computed extra cumulated extra cost values, and; forwarding said 
current mail item towards a sorting output corresponding to one of said ambiguous 
possible delivery points if said smallest cumulated extra costs value is less than a 
second predetermined threshold (Column 8, lines 4-55; Column 25, lines 49-53; Column 
18, lines 27-60; Column 17, lines 23-40). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to include if said ambigious possible delivery points are not included in a 
single delivery round defined in said database, computing several cumulated extra cost 
values associated respectively to said several ambigious possible delivery points, from 
predetermined extra costs values representing extra costs of destination error if said 
current item is delivered either to a wrong delivery office or to a wrong delivery round or 
to a wrong delivery point, each accumulated extra cost value being an accumulation of 
said extra cost values which is increased when a detection is made that a delivery office 
or a delivery round associated with a current ambigious possible delivery point in said 
database; identifying a smallest cumulated extra costs value among said computed 
extra cumulated extra cost values, and; forwarding said current mail item towards a 
sorting output corresponding to one of said ambiguous possible delivery points if said 
smallest cumulated extra costs value is less than a second predetermined threshold, as 
taught by Welsh in the method and system of Ross, since the claimed invention is 
merely a combination of old elements, and in the combination each element merely 
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would have performed the same function as it did separately, and one of ordinary skill in 
the art would have recognized that the results of the combination were predictable. 



Conclusion 

19. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

20. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BRIAN EPSTEIN whose telephone number is (571)270- 
5389. The examiner can normally be reached on Monday-Thursday 7:30am-6:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John W. Hayes can be reached on 571-272-6708. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
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For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272- 
1000. 



IB. E.I 

Examiner, Art Unit 3628 
December 18, 2009 

/JOHN W HAYES/ 

Supervisory Patent Examiner, Art Unit 3628 



